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Art Unit: 261 1 

DETAILED ACTION 

Declaration Under 37 CFR 1.131 

Applicant's declaration under 37CFR 1.131, dated 11/11/2005, is received and 
recorded. 

Response to Arguments 

Applicant's arguments with respect to claims 70-73, 75-76, 107, 109, 111-117, 
119, 121-127, 129, 131-132 have been considered but are moot in view of the new 
ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claim 70 is rejected under 35 U.S.C. 102(b) as being unpatentable by Wilkins (US 
5446919). 

Claim 70, Wilkins discloses a broadcast system comprising: 

a headend for broadcasting program material with commercials (Fig. 1A); and 
a multiplicity of receiver-decoders at user locations (Fig. 1 B), each receiving 
said program material being broadcast and including a commercial unit for dealing 
with said commercials based at least partially on past viewing thereof, wherein each 
said receiver-decoder deals with said commercials by determining conditions 
pursuant to which they are viewed by a user (Col. 1 1 , lines 25-50). 
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(e)the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 71-73, 111, 112-114, and 121-124 are rejected under 35 U.S.C. 102(e) as 
being unpatentable by Alexander et al (US 61 77931 ). 

Claim 71 , Alexander discloses a receiver-decoder (inherently in order to 
provide Ads and EPG, as shown I Fig. 1) for use with a broadcast system having a 
headend for broadcasting program material with commercials and a multiplicity of 
receiver-decoders at user locations (clearly a CATV system), said receiver-decoder 
comprising: 

a receiver for receiving said program material being broadcast (see fig. 1); 

and 

a commercial unit (Col. 33, lines 08-Col.35, lines 2) for dealing with said 
commercials based at least partially on past viewing thereof, wherein said receiver- 
decoder deals with said commercials by determining conditions pursuant to which 
they are viewed by a user. 

Claim 72, Alexander discloses wherein said receiver-decoder deals with said 
commercials based at least partially on a history of viewing of said commercials via 
said receiver-decoder (Col. 34, lines 55-65+). 
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Claim 73 , Alexander further discloses wherein said receiver-decoder deals 
with said commercials based at least partially on a history of viewing of said 
commercials by multiple users (Col. 30, lines 38-45; Col. 33, lines 08-15). 

Claim 1 1 1 , the method claim is analyzed with respect to apparatus claim 71 . 

Claim 112, the method claim is analyzed with respect to apparatus claim 71 . 

Claim 113, the method claim is analyzed with respect to apparatus claim 72. 

Claim 114, the method claim is analyzed with respect to apparatus claim 73. 

Claim 121 is analyzed with respect to claim 71 . 

Claim 122 is analyzed with respect to claim 71 . 

Claim 123 is analyzed with respect to claim 72. 

Claim 124 is analyzed with respect to claim 73. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 75-76, 109, 115-117, 119, 125-126, 127, 129 and 131 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Alexander et al (US 6177931) in view of 
Schaefer et al. (US 6490000). 

Claim 75, Alexander further discloses wherein said receiver decoder deals 
with said commercials by determining conditions pursuant to which viewing of said 
commercials by user action (Col. 28, lines 30-60). 

Alexander does not clearly disclose decoder deals with the commercials by 
determining conditions pursuant to which viewing of said commercials is obviated 
(made unnecessary) by user action. 

Schaefer discloses the decoder deals with the commercials by determining 
conditions pursuant to which viewing of said commercials is obviated (made 
unnecessary) by user action (Col. 4, lines 42-Col. 5, lines 08). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Alexander with the teaching of obviating commercials, as taught by 
Schaefer, so to be more effectively control the process of allowing or not allowing 
user to skip commercials (Col. 1, lines 50-Col.2, lines 15). 

Claim 76, Schaefer further discloses wherein said receiver decoder deals with 
said commercials by determining conditions pursuant to which their viewing may be 
obviated independently of user action (Col. 4, lines 42-Col. 5, lines 08). 
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Claim 109 , Alexander does not disclose receiver-decoder deals with said one 
commercial by preventing the user from skipping said one commercial. 

Schaefer discloses the receiver-decoder deals with the one commercial by 
preventing the user from skipping the one commercial (Col. 14, Iines43- 56). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Alexander with Schaefer so to insure the 
advertisements are viewed by the user (Col. 2, lines 1-8). 

Claim 115, the method claim is analyzed with respect to apparatus claim 75. 
Claim 116, the method claim is analyzed with respect to apparatus claim 76. 
Claim 117, the method claim is analyzed with respect to apparatus claim 

109. 

Claim 119, the method claim is analyzed with respect to apparatus claim 109. 
Claim 125 is analyzed with respect to claim 75. 
Claim 126 is analyzed with respect to claim 76. 
Claim 127 is analyzed with respect to claim 107. 
Claim 129 is analyzed with respect to claim 109. 
Claim 131 is analyzed with respect to claims 1 1 1 and 117; 



4. Claim 107 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wilkins 
(US 5446919) in view of Schaefer et al. (US 6490000) 
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Claim 107, Wilkins does not disclose the receiver-decoder deals with said one 
commercial by preventing the user from skipping said one commercial. 

Schaefer discloses the receiver-decoder deals with the one commercial by 
preventing the user from skipping the one commercial (Col. 14, Iines43- 56). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Wilkins with Schaefer so to insure the 
advertisements are viewed by the user (Col. 2, lines 1-8). 

5. Claim 132 is rejected under 35 U.S.C. 103(a) as being unpatentable over Alexander 
et al (US 6177931 ) in view of Akiba et al. (US 6377745). 

Claim 132, Alexander teaches every single limitation of claim 132 as discussed in 
claim 71. 

Alexander does not specifically discloses "Dealing with the commercials, 
wherein, for at last one of the commercials, the dealing with the commercials 
comprises dealing with the one commercials by presenting alternative shortened 
versions of other commercials in response to a user request to view the one 
commercial in a FF or Fast-backward mode." 

Akiba discloses the receiver-decoder deals with the one commercial by 
presenting a shortened version of said one commercial in response to a user 
request to view said program material in a fast-forward. If the FF function is not 
deactivated by the user, the system keeps presenting to user following commercials 
in sequence, one after the others (Col. 12, lines 53-Col. 13, lines 20). Therefore, it 
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would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Alexander with Akiba so to control the reproduction speed in 
which the video data are read out successively at a predetermined read out interval 
thereby suppress the user's eye strain with efficient retrieval of the video data, i.e., 
display commercials in a shorted version. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Tran whose telephone number is (571) 272-7305. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher C. Grant can be reached on (571) 272-7294. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 
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